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DETAILED ACTION 

This action is in response to applicant's amendment received on 26 March 2007. The 
examiner withdraws the final rejection sent on 25 January 2007 after clarification of the 
Bonutti et al. (U.S. Pat. No. 6,368,343) reference used in the rejection of Claims 24 and 
25 not qualifying as prior art since the present application claims priority to Bonutti et al. 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-3 and 8-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bartlett (U.S. Patent No. 5,540,718) in view of Ogiu et al. (U.S. Patent No. 
4,235,238). 

Claims 1-3 and 8-11 : Bartlett discloses a device for securing a suture having a 
cylindrical body portion defining a longitudinal central axis including a first end and a 
second end, wherein the second end is pointed and conical in shape and being capable 
of forming an opening in the body tissue in the patient's body when a force is applied 
against a trailing end of the cylindrical body in a direction extending along the 
longitudinal central axis of the cylindrical body, and the pointed end having a central 
axis which is coincident with the longitudinal central axis of the cylindrical body and a 
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plurality of openings each defining a passage through the body portion orthogonal, or 
transverse to the longitudinal central axis (the openings being parallel to one another) 
which allows for threading of a suture (Figure 1 A and col. 5, lines 34-37). Bartlett 
discloses the claimed device except for one of the passages being formed partially in 
the body portion and partially in the pointed end portion. 

Ogiu et al. teaches a tissue-suturing apparatus with a passage used for threading 
suture that is formed partially in the body portion 1 and partially in the pointed end 
portion 3 (Figure 51). It would have been obvious to one of ordinary skill in the art at the 
time of invention to modify the Bartlett reference by having one of the passages being 
formed partially in the body portion and partially in the pointed end portion, since 
Applicant has not disclosed that having the passage being formed partially in the body 
portion and partially in the pointed end portion solves any stated problem or is for any 
particular purpose and it appears that the device of Bartlett would perform equally well 
with a passage formed partially in the body portion and partially at its pointed end 
portion. 

3. Claims 12-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bartlett (U.S. Patent No. 5,540,718) and Ogiu et al. (U.S. Patent No. 4,235,238). 
Claims 12-21 : Bartlett and Ogiu et al. discloses the claimed device except for the 
cylindrical body being made of allogenic, autogenic, xenogenic, cortical bone, or a 
single piece of freeze dried bone, or made of a material selected from the group 
consisting of a metal, metal alloy, biodegradable material and bioerodible material, 


Application/Control Number: 10/614,352 Page 4 

Art Unit: 3734 

wherein the suture is secured relative to a body tissue being soft tissue or bone. It 
would have been obvious to one of ordinary skill in the art to use any of the above 
materials in either soft tissue or bone with the combined device of Bartlett and Ogiu, 
since it was known in the art that these materials are used with suture devices with soft 
tissue or bone. 

4. Claims 24-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bartlett (U.S. Patent No. 5,540,718) in view of Ogiu et al. (U.S. Patent No. 4,235,238) 
and Egan (U.S. Patent No. 6,106,545). 

Claims 24 and 25 : Bartlett and Ogiu disclose the claimed device (see paragraph 2 
above), including a suture 64 connected to a device under tension and extending 
through the first and second passages, which is understood as the first and second 
passages not being separate passages, in order to be properly, fixedly threaded to the 
suture anchor (Bartlett: Figure 8, col. 6, lines 47-55), except for a retainer connected to 
the suture for maintaining the tension in the suture and made of a material that 
becomes flowable when ultrasonic vibratory energy is applied. 

Egan teaches a retainer 24 connected to a suture 22 for maintaining the tension 
in the suture and made of a material that becomes flowable when ultrasonic vibratory 
energy is applied so that no knot is required to fix the suture in place (col. 3, lines 5-30). 
It would have been obvious to one of ordinary skill to provide a retainer that becomes 
flowable when ultrasonic vibratory energy is applied, as taught by Egan, to Bartlett and 
Ogiu et al. since it was known in the art that retainers maintain tension in sutures and 
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that retainers made of flowable material are beneficial in avoiding the challenging step 
of knotting the suture in place. 

Response to Arguments 

5. Applicant's arguments filed 26 March 2007 have been fully considered but they 
are not persuasive. 

6. Applicant argues that Ogiu does not disclose a device for securing a suture 
relative to a body tissue, but is in fact a device for inserting the device securing a suture 
relative to a body tissue, namely the stop. The examiner maintains that a recitation of 
the intended use of the claimed invention must result in a structural difference between 
the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. 

7. The applicant also argues that the stop of Ogiu is disclosed as having a single 
passage. The examiner asserts that one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of references. 
The examiner maintains that Ogiu is meant to be combined with Bartlett who discloses 
a plurality of openings (on either side of the suture anchor 20) each defining a passage 
through the body portion orthogonal, or transverse to the longitudinal central axis. 

8. In response to applicant's argument that there is no suggestion to combine the 
references of Bartlett and Ogiu, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
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claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. Since both references relate to suture anchors and the 
applicant has not disclosed that having the passage being formed partially in the body 
portion and partially in the pointed end portion, as taught by Ogiu, solves any stated 
problem or is for any particular purpose, it would appear that the device of Bartlett would 
perform equally well with a passage formed partially in the body portion and partially at 
its pointed end portion. 

9. Applicant's arguments with respect to Claims 24-25 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Diane Yabut whose telephone number is (571) 272- 
6831. The examiner can normally be reached on M-F: 9AM-4PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hayes can be reached on (571) 272-4959. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 


Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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SUPERVISORY PATENT EXAMINER 


